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Response to Amendment 

1. This office action is in response to applicant's amendment received on 
01/16/2007. 

Claims land 3 have been amended. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever Invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-3 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claims are directed to a judicial exception; as such, pursuant to the Interim 
Guidelines on Patent Eligible Subject Matter (MPEP 2106), the claims must have either 
physical transformation and/or a useful, concrete and tangible result. The claims fail to 
include transformation from one physical state to another. Although, the claims appear 
useful and concrete, there does not appear to be tangible result claimed. 

Regarding claims 1-2, merely measuring a gain of the analog filter in the DUT 
and a frequency characteristic by using an output of the analog filter for testing the DUT 
would not appear to be sufficient to constitute a tangible result, since the outcome of the 
measuring step has not been used in a disclosed practical application nor made 
available in such a manner that it's usefulness in a disclosed practical application can 
be realized. Therefore, claim(s) 1-2 appear(s) non-statutory. 

Regarding claim 3, merely measuring a boosting gain and a frequency response 
for testing the equalizing filter would not appear to be sufficient to constitute a tangible 
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result, since the outcome of the measuring step has not been used in a disclosed 
practical application nor made available in such a manner that it's usefulness in a 
disclosed practical application can be realized. Therefore, claim(s) 3 appear(s) non- 
statutory. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language, 

5. Claims 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Furukawa et 
al. (USP 6.687.868). 

Regarding claim 1, Furukawa et al. disclose a filter characteristic measuring 
method (e.g.), comprising the steps of: generating (test pattern generator (103, 13) 
generating a plurality test patterns using digital signals) an impulse signal (digital 
signal)(e.g. Figs. 1, 4, Col.1, lines 48-51. Col.5, lines 24-32); applying the impulse signal 
(digital signal) to a DUT (Col.5, lines 24-32) having an analog filter (The DUT 100 
shown in FIG. 1 includes analog circuits such as a low pass filter (LPF)) (Col.1, lines 30- 
33) through a digital channel (waveform shaper 17) (e.g. Fig. 4, Col.6, lines 6-8); and 
measuring a gain of the analog filter in the DUT and a frequency characteristic by using 



Application/Control Number: 1 0/737, 1 49 Page 4 

Art Unit: 2863 

an output of the analog filter (digitizer 113, analyzing 21) (e.g. Col.2, lines 2-5, Col.7, 
lines 26-31). 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent' may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Furukawa 
et al. (USP 6,687.868) in view of Behrens et al. (USP 5,903,857). 

Regarding claim 2, Furukawa et al. fail to teach the analog filter is an equalizing 

filter. 

Behrens et al. teach the analog filter is an equalizing filter (e.g. Fig.2, Col.2, lines 
55-60, Col.4, lines 64-67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to inform the analog filter is an equalizing filter as taught by Becker 
et al. in a filter characteristic measuring method of Furukawa et al. for the purpose of 
providing a method and apparatus for calibrating an analog equalizer in a sampled 
amplitude read channel is disclosed wherein the filter's frequency response is measured 
and calibrated directly (Behrens et al., Col.2, lines 55-58). 
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8. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Behrens 
et al. (USP 5,903,857) in view of Chevalier et al. (US 2004/0108953 A1). 

Regarding claim 3, Behrens et al. disclose an analog filter characteristic 
measuring method (e.g. Col.2, lines 55-60), comprising: applying an impulse signal (a 
binary sequence b(n) 8) to an equalizing filter (26) by using a digital channel of an 
automatic tester, and then obtaining an output response of the equalizing filter and 
measure a boosting gain and a frequency response for testing the equalizing filter (e.g. 
Fig.2, Col.4, lines 34-49, CoL4, line64-Col.5, lines 57). 

Behrens et al. disclose performing a differential and a fast Fourier transform 
(FFT) operation on the output response of the equalization filter. 

Chevalier et al. teach performing a differential and a fast Fourier transform (FFT) 
operation on the output response of the equalization filter (e.g. [0106], [01 17]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include performing a differential and a fast Fourier transform 
(FFT) operation on the output response of the equalization filter as taught by Chevalier 
et al. in an aniog filter characteristic measuring method of Behrens et al. for the purpose 
of providing a device for the calibration and equalization of reception chains of an 
antenna processing system (Chevalier et al., [0045]). 

9. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Furukawa et al. (USP 6.687,868) in view of Becker et al. (USP 5,929,628). 

Regarding claims 4-5, Furukawa et al. disclose a system for measuring a 
characteristic of a filter in a DUT employ an analog filter (e.g. Col.2, lines 2-5), said 
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system comprising: a digital channel (test pattern generator (103, 13), waveform shaper 
17) for providing an impulse signal (digital signal) without applying a sine wave to the 
analog filter of the DUT (e.g. Figs. 1, 4, Col.1, lines 48-51, Col.5, lines 24-32); a digitizer 
(131) for receiving an output signal of the analog filter so as to measure the 
characteristic of the filter (e.g. Col.2, lines 2-5, Col.7, lines 26-31), controller (31) for 
controlling the digital channel (test pattern generator 13)(e.g. Fig.4, Col.7, lines 60-63). 

Furukawa et al. fails to teach a controller for controlling the digitizer. 

Becker et al. teach a controller (206) for controlling the digital channel (212) and 
the digitizer (220)(see Fig.2A). 

It would have been obvious to one of ordinary skill In the art at the time the 
invention was made to include a controller for controlling the digital channel and the 
digitizer as taught by Becker et al. in a system for measuring a characteristic of a filter in 
a DUT of Furukawa et al. for the purpose of providing a tester that can automatically 
correct signal amplitude error introduced in its channel and data acquisition circuitry 
(Becker etal., Col.3, lines 14-17). 

Regarding claim 5, Furukawa et al. fail to teach the digitizer comprises: an anti- 
aliasing filter for antialiasing-filtering an output of the filter; an analog to digital (A/D) 
converter for converting a filter output outputted from the anti-aliasing filter into digital 
data; a memory for capturing the digital data outputted from the A/D converter at a 
determined storage region; a digital signal processing (DSP) for processing in signal the 
digital data captured at the memory; and a digital filter for receiving the process signal 
outputted from the DSP and digitally filtering the process signal.. 
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Becker et al. teach the digitizer comprises: an anti-aliasing (287); an analog to 
digital (A/D) converter (260); a memory (262); a digital signal processing (DSP); and a 
digital filter (208)(e.g. Fig.2A. Col.8, lines 20-29). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include an anti-aliasing (287); an analog to digital (A/D) 
converter (260); a memory (262); a digital signal processing (DSP); and a digital filter 
(208) as taught by Becker et al. in a system for measuring a characteristic of a filter in a 
DUT of Furukawa et al. for the purpose of providing a tester that can automatically 
correct signal amplitude error introduced in its channel and data acquisition circuitry 
(Becker et al., Col.3, lines 14-17). 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Furukawa 
et al. (USP 6,687,868) in view of Becker et al. (USP 5,929,628) as applied to claim 4 
above, and further in view of Behrens et al. (USP 5,903,857). 

Regarding claim 6, the combination of Furukawa et al. Becker et al. discussed 
supra, discloses the claimed invention except the analog filter is an equalizing filter. 

Behrens et al. teach the analog filter is an equalizing filter (e.g. Fig.2, Col. 2, lines 
55-60, Col.4, lines 64-67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to inform the analog filter is an equalizing filter as taught by Becker 
et al. in a filter characteristic measuring method of Furukawa et al. in view of Becker et 
al. for the purpose of providing a method and apparatus for calibrating an analog 
equalizer in a sampled amplitude read channel is disclosed wherein the filter's 
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frequency response is measured and calibrated directly (Behrens et a!., Col.2, lines 55- 
58). ' 

Response to Arguments 

1 1 . Applicant's arguments filed 01/16/2007 have been fully considered but they are 
not persuasive. 

-Applicant argues that the prior did not teach "applying the impulse signal to a 
DUT having an analog filter through a digital channel" as cited in claim 1. 

Examiner position is that Furukawa et al. disclose steps of applying the impulse 
signal (digital signal) to a DUT (CoL5, lines 24-32) having an analog filter (The DUT 100 
shown in FIG. 1 includes analog circuits such as a low pass filter (LPF)) (Col.1, lines 30- 
33) through a digital channel (waveform shaper 17) (e.g. Fig. 4. CoL6, lines 6-8). 

-Applicant argues that the prior did not teach, "applying the impulse signal to an 
equalizing filter by using a digital channel of an automatic tester" as cited in claim 3. 

Examiner position is that Behrens et al. disclose steps of applying an impulse 
signal (a binary sequence b(n) 8) to an equalizing filter (26) by using a digital channel of 
an automatic tester (e.g. Fig.2, Col.4, lines 34-49, CoL4, line64-Col.5, lines 57). 

-Applicant argues that the prior did not teach, "system for measuring a 
characteristic of a filter in a DUT employing an analog filter, said system comprising: a 
digital channel for providing an impulse signal without applying a sine wave to the 
analog filter of DUT" as cited in claim 4. 

Examiner position is that Furukawa et al. disclose a system for measuring a 
characteristic of a filter in a DUT employ an analog filter (e.g. Col.2, lines 2-5), said 
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system comprising: a digital channel (test pattern generator (103, 13), waveform shaper 
17) for providing an impulse signal (digital signal) without applying a sine wave to the 
analog filter of the DUT (e.g. Figs.1. 4, Col.1, lines 48-51, Col.5, lines 24-32). 

Conclusion 

1 2. Specifically Furukawa et al. (USP 6,687,868), Behrens et al. (USP 5,903,857). 
and Chevalier et al. (US 2004/0108953 Al) have been added to the other ground of 
rejection. 

Contact Information 

1 3. Any inquiry concerning this communication or earlier communications frorin the 
examiner should be directed to John H. Le whose telephone number is 571 272 2275. 
The examiner can normally be reached on 9:00 - 5:30. 
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supervisor, John E. Barlow can be reached on 571 272 2269. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications Is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
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